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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE / MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)1x1 Responsive to communication(s) filed on 8February1939, 29January2001 . 

2a) □ This action is FINAL. 2b)lxl This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) 1x1 Claim(s) 30-35 and 56-81 is/are pending in the application. 

4a) Of the above, claim(s) is/are withdrawn from consideration. 

5) □ Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim (s) is/are objected to. 

8) 63 Claims 30-35 and 56-81 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are objected to by the Examiner. 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved. 

12) 1x1 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) 1x1 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)K All b)D Some* c)\3 None of: 

1. !xl Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
Attachment(s) 

1 5) O Notice of References Cited (PTO-892) 18) Q Interview Summary (PTO-41 3) Paper No(s). 



16) Notice of Draftsperson's Patent Drawing Review (PTO-948) 19) Q Notice of Informal Patent Application (PTO-1 52) 

17) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s). 20) ^ Other: COpy Of Oath/DeClafatiOD 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 



Office Action Summary 



Part of Paper No. 17 
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Art Unit: 1645 



DETAILED ACTION 



1. Applicants' Preliminary Amendment is acknowledged. Claim 1-29 have been canceled 
without prejudice. 

New Claims 30-55 have been added. However, new claims 30-55 are objected to under 
37 CFR § 1.52(a) and (d), requiring that any amendments must be in the English except when 
accompanied with an English translation, a statement that the translation is accurate, and the 
appropriate fees. 

2. Applicants' Second Preliminary Amendment, received 8Februaryl999, paper#9, is 
acknowledged. Claims 36-55 have been canceled without prejudice. New Claims 56-81 have 
been added. 

3. Applicants' Response to Notice to Comply, received 29January2001, paper#15, is 
acknowledged. The sequence listing has been entered. 

4. Claims 30-35 and 56-81 are pending. 



5. The oath or declaration is defective. A new oath or declaration in compliance with 37 
CFR 1 .67(a) identifying this application by application number and filing date is required. See 
MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because the facsimile copy of contains many 

indistinct and missing sections (see attached copy). 



Oath/Declaration 
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Priority 

6. Acknowledgment is made of applicant's claim for foreign priority based on 
application 96/06168 filed in France on 1 7May1 996. It is noted, however, that applicant 
has not filed a certified English translation of the application as delineated in 35 

U.S.C. 1 19(b). Until a certified English translation of the application is submitted, the 
priority date is that of the instant application. 

Election/Restriction 

7. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

L Claims 30-35, 56-70, drawn to polypeptides, classified in class 424, subclass 
248.1. 

II. Claims 71-78, drawn to DNA, vector, host cell, classified in class 536, subclass 
23.7. 

III. Claim 79, drawn to use of polypeptide to make a drug, classified in class 424, 
subclass 181.1. 

IV. Claims 80-81, drawn to method of inhibiting mycobacterial adhesion, classified in 
class 424, subclass 9.2. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are drawn to structurally and functionally distinct molecules, 
Invention I is drawn to amino acids and Invention II is drawn to nucleic acids. 
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Inventions I and III-IV are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case, the polypeptides of Invention I can be used to immunize a host 
against infection with mycobacteria. 

Inventions II and III-IV are drawn to structurally and functionally distinct molecules, 
Invention II is drawn to nucleic acids and Inventions III-IV are drawn to amino acids. 

Inventions III and IV are drawn to patentably distinct methods using different reagents 
and having different outcomes. 

Because these inventions are distinct for the reasons given above, have acquired a 
separate status in the art as shown by their different classification, and because while the searches 
may overlap, the searches are not coextensive, restriction for examination purposes as indicated 
is proper. 

8, Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
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Art Unit: 1645 

application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1.48(b) and by the fee required under 37 CFR 1.17(1). 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rodney P. Swartz, Ph.D., whose telephone number is (703) 
308-4244. The examiner can normally be reached on Monday through Friday from 6:30 AM to 
4:00 PM EST. 

If attempts to reach the Examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynette F. Smith, can be reached on (703)308-3909. The facsimile telephone number 
for the Art Unit Group is (703)308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the group receptionist whose telephone number is (703)308-0196. 



RODNEY P SWARTZ, PH.D 
PRIMARY EXAMINER 

Art Unit 1645 




September 27, 2001 
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As b below named InvSfifr I herebjtrffctfre that my residence, post office address and cKitrahip are a* »tm .low next to my n«njQ -nrf M Mlfeve 
(1m tVe^K ono name K listed below) or en original, first and joint Inventor (K piurat names an* listed below) of the 

rt *S^^ — 

the specfflcutlon of which (chock applicable box(s)); 

g November IT. 1993 a, U.S. M Serial No. 09/19^79 W DM. No. 95<M4 L 

rjg ^^,^r.^ n ^n a i a nnii C ^n Na ~ PC T/FR9 7/00396 on g«a/1W 

and (if applicable to U.S. or PCT application) was amended on . . 

» hereby 
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with 
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which priority Is claimed or, if no priority is f 1 .mtd. trfon? tr-v n f 
Priority Foreign Application^) ^ 
Application Number 
96/06169 




I hereby claim tha benefit under 35 U 
Application Number 



.jj'catron: 



D*y'Month/Ye*r Filed 
17 Way WE 



I hereby claim the benefit under 35 U.S.C. 120/385 of ell prior United Slate* and PCT International applicant.* <J *\jvv*ot n * ^ ,Br m 

^ 7i^c1 mXr oTalch of the claim* of this appl leal ion ra nor disclosed in such prior application* In the manner proved by he ^pwajrwftof 35 
U8 Ol £ duty to dl,c^o material information p, denned In 37 CF.it 1 .50 whfcn occurred between the file* date of the prior 

application* and the national or PCT international Wing date of this application; 

Status! patented 

Prior U t B./PCT Applications); <?.. ^ oendinD abandoned 

Application Serial No. ^™°^A^ FII * d pending, .Danooneg 

pCT/FFwrooeee 20 1897 



i hereby declare that an statements made heroin of my ovrn Knowledge are true and thct all statements made on information and belief are MMvad to 
b^SXm^Ax Z*7talemems were made with the knowledge that willful falsa statements and the like so made 

Konn^nt or both, undeletion 1001 of Tide 13 of the United States Coda and that such willful false *Uterr.onts mey jeopardize the yaWNy of tha 
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Date: 
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FOR ADDITIONAL INVENTORS, chock box □ and attach shoot with same Information and signature b : k< Jate for each. 
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